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W. & H. Wacker, INc., Ev ac. v. WALKER Bros. Co. 
(271 Fed. Rep. 395) 


United States Circuit Court of Appeals for the First District 
March 15, 1921 


Trape-Names—Unrair Competirion—Famity Name—Ricur to Use InN 

NaturaAL Expansion or Bustness. 

Where each party used its family name, “Walker,” in its business, 
in separate sections of the country, but appellant’s use thereof ante- 
dated that of appellee’s, the latter is not entitled on the ground of 
unfair competition to restrain the former from extending the use 
of its name to a wholesale business which competed with the latter’s, 
as the markings and labels of the respective products were clearly dis- 
tinguishable the one from the other. 

In equity. Suit for alleged unfair trade competition. Decree 
for plaintiff and defendants appeal. Reversed and remanded. 


George R. Nutter, of Boston, Mass. (Jacob J. Kaplan, Greta 
C. Coleman, and Dunbar, Nutter & McClennen, all of 
Boston, Mass., on the brief), for appellants. 

Charles D. Woodbury and Robert Cushman, both of Boston, 
Mass. (Isaac E. Simons and Roberts, Roberts § Cushman, 
all of Boston, Mass., on the brief), for appellee. 


Before Bincuam and Jounson, Circuit Judges, and Aupricu, 
District Judge. 


Avpricu, District Judge: Fortunately, we have no occasion 
to consider the merits or the demerits of the product in which the 
two Walker concerns are dealing. 

This is an alleged unfair trade case. 

It is not one, however, in which either of the parties resorted 
to similitude of names for unfair purposes, or of similitude of 
labels, or markings. This is so, because the Pennsylvania Walkers 
founded a business in 1837 under the name of William & Hay 
Walker, who were succeeded by their sons, William and Hay 
Walker, Jr., and the business went on as W. & H. Walker, until 
1919 (if the date is right), when they were incorporated under 
the same name. 
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The Boston Walkers’ business was under the name of Walker 
Bros. Company of Boston. 

Each party carried on its business with the name of Walker, 
or Walkers, in the field of commerce, without knowing of the ex- 
istence of the other—and, as the District Court says, without any 
fraud, intentional or unintentional, upon each other, and without 
any substantial confusion or misleading of the consuming public— 
until quite recently, when the Boston Walkers discovered that the 
Pennsylvania Walkers were introducing their goods through job- 
bers and wholesale dealers. 

The defendants used the Kay Chemical Company’s label on 
some of their extracts, and for a time as to products the word 
“Kay,” ete., was chiefly put upon soaps, and to some extent upon 
extracts, and it is true in shipping some of the extracts to the New 
England trade, that the Pennsylvania company used products which 
had been made ready for the Kay company by pasting the Walker 
label over the Kay label. We do not think, however, that this cuts 
any figure in the case. 

Speaking generally, for a long period the Pennsylvania com- 
pany has carried the name of Walker on its extract packages. 

It is not suggested that the names of the Pennsylvania labels 
were materially changed on their products—at least the evidence 





does not show that they were—except that on the Pennsylvania 
Walkers’ product were superimposed, through the instrumentality 
of an attractive design, the words: 

“Sewickley Home for Crippled Children. W. & H. Walker, Author- 
ized Makers and Distributors.” 

This, of course, was to attract attention to their product 
through connecting it with the idea of a charitable purpose; but 
we see nothing vicious in that feature, because it was a worthy 
charity, and because it is quite common—and probably permissible 
—in modern trade to offer inducements to members of the public, 
through coupons, prizes, and trading stamps, to be handed out 
upon certain conditions in respect to purchasers. 

As to the Walker names, which were the proper, or original, 
names of the Walkers interested in both instances, such adoption 
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was quite natural and reasonable, and the Pennsylvania Walkers 
were in the field of commerce a number of years earlier than the 
Boston Walkers, the Pennsylvania Walkers having started their 
business in 1904, while the Boston Walkers started theirs in 1915. 

The position of the Boston Walkers is that under the circum- 
stances they are entitled to the wholesale field in a particular 
locality, because they were first in that field under the Walker name, 
and that the entrance of the Pennsylvania Walkers into the whole- 
sale field, though under a name which they have been rightfully 
using for a long period in the retail business, is unfair competition, 
because the Boston concern says, in effect, that their wholesale 
business should not be interfered with under the circumstances 
which we have described. 

We look upon that view as unsound, because we think that it 
would interfere with the fundamental rights of reasonable trade 
competition, and with reasonable and commendable purposes of 
trade enterprise through expansion. Of course, it is quite true 
that business enterprises and expansions, through instrumentalities 
in the wholesale and jobbing fields, might be under such circum- 
stances of bad faith, with or without involving deceptive devices, 
as to make the competition unfair; but we see nothing in this case 
to support any such idea as that. 

Unfair competition cannot be said to result from the idea that 
a single salesman sought to palm off one Walker product for an- 
other Walker product; and this would be so, whether it was in the 
wholesale or retail trade. 

Unfair competition in commerce results from actual misdoings, 
or from an assembly of circumstances, which are calculated, in 
and of themselves, to mislead the public, or, as it is sometimes 
expressed, “‘the average trade.” 

We fail to see anything unreasonable in the efforts of a 
business concern to expand its enterprise by carrying it into broader 
fields and into larger and broader ways of doing business. We 
cannot avoid the view that restraints upon business expansion would 


be an unreasonable restraint, and an unreasonable hamper, not 
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only of the natural trade ambition, but of the broad right of opening 
free competition. 

It is quite true, in cases of unfair competition, in the usual 
phase, that the question depends upon the purpose, or upon the 
question of good or bad faith, while upon another phase the ques- 
tion would be whether a situation, in and of itself, without regard 
to the question of good or bad faith; the ways and means are, in 
and of themselves, calculated to deceive members of the public into 
buying one thing when they think they are getting another. The 
questions always are whether trade is being unfairly interfered 
with, and whether the public is being cheated into buying and 
paying for something which it is not, in fact, getting. It is true 
that the defendants’ goods, as well as the plaintiffs’, carried the 
name “Walker”; but that was a rightful name which they had used 
for many years. It cannot be seen that this involves deceitful 
similitude, because it was their own name, and because the goods 
bore distinctive descriptions and designations of the product of 
the Philadelphia Walkers. 

The learned Circuit Judge sitting in the District Court, con- 
ceding that the problem involved in this case has not been exactly 
covered by any authoritative cases, seeks to support his position 
through the logic of two cases, one that of the Hanover Case (240 
U. S. 403, 36 Sup. Ct. 357, 60 L. Ed. 713 [6 T. M. Rep. 149}), 
and the other that of the Rectanus Case (248 U. S. 90, 39 Sup. 
Ct. 48, 68 L. Ed. 141 [9 T. M. Rep. 1]}). 

The first of these cases was a question of trade-marks, and 
a question of territory, rather than a question of expansion from 
retail to wholesale, or to wholesale instrumentalities, in a given 
territory. 

The other case, as well, had reference to trade-marks, simili- 
tude of names, and to territory. Therefore, it does not seem that 
the logic of the reasoning of those cases is decisive of the situation 
here. 

In this case, the different Walkers were, and are, putting out 
their products under their own rightful names, properly and inno- 
cently adopted, and with labels which indicate the producer, and, 
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generally speaking, the location of the product, or the place where 
it is put up for the trade. 

The case of Cohen v. Nagel, 190 Mass. 4, 76 N. E. 276, 2 
L. R. A. (N. S.) 964, 5 Ann. Cas. 558, was one of trade-names, 
and the question was whether one might adopt the word ‘‘Keystone”’ 
as the name of his cigar, as against another who had established 
an extensive cigar business under the trade-name “Keystone 
Cigars,” and therefore can have no possible bearing upon the ques- 
tion of expansion, as we view it, from retail to wholesale, or whole- 
sale instrumentalities, under a concern’s own proper name and 
markings. 

If the California case (Nolan Brothers, 131 Cal. 271, 63 Pac. 
$80, 53 L. R. A. 384, 82 Am. St. Rep. 346) means that a concern 
may not extend its business, under its own name, from retail to 
wholesale, we should not be disposed to follow it. But, whether 
that case is unsound or not, it had reference to a wholesale business 
which had been suspended, and where a name was sought to be 
established in respect to a new and another kind of business. 

Now, as to the Regent Shoe Mfg. Case, 75 Neb. 426, 106 N. 
W. 595, 4 L. R. A. (N. S.) 447. There the question turned upon 
a wrongful use of a trade-name of similar import to one acquired 
in a particular locality. 

It is apparent that that case turned upon the question of the 
wrongful adoption of a name of the same, or one of a similar im- 
port, and it was a case involving a territorial question, as well as 
the wrongful use of the name in similitude in the same line of 
business. 

Therefore, it is difficult to see that it applies to the situation 
before us, which is one of expansion under a concern’s own proper 
name, with undeceiving labels and advertisements, as to retail and 
wholesale. 

We think the decree below should be reversed, and that the 
complaint should be dismissed. 

The decree of the District Court is reversed, and the case is 
remanded to that court, with directions to dismiss the bill, with 
costs, and the appellants recover their costs of appeal. 
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Tue Arrow E Lectric Company v. THE Arrow MANUFACTURING 


Co. 
United States District Court, Northern District of Ohio 
May 10, 1921 


Trapve-Marks AND Trape-Names—Arrow Device—ConrvustnGc SIMILaRiry. 
Where defendant, after plaintiff had adopted and used as a 
trade-mark on electrical appliances a trade-mark consisting of the 
letter “E,” transfixed by an arrow, adopted the name “The Arrow 
Manufacturing Company” and began the manufacture and sale of 
electrical wiring devices, bearing thereon a trade-mark, consisting of 

the word “Arrow” and the figure of an arrow, the former was wrong- 


fully invading the plaintiff's prior rights in the trade-mark and should 
be enjoined from further use thereof. 


In equity. Action for trade-mark infringement. Decree for 
plaintiff. 


Hubert Howson, of New York City, and Wilbur Owen, of 
Toledo, Ohio, for the plaintiff. 

W. G. Kirkbride and Geo. E. Kirk, both of Toledo, Ohio, for 
the defendant. 


Kixuits, J.: The plaintiff, under another name, incorporated 
and began business in 1905, for the manufacture and sale of elec- 
trical appliances. Soon thereafter it registered a trade-mark, the 
chief characteristic being a conventional arrow. Owing to a change 
to the present corporate name, a new trade-mark was registered 
in 1908 consisting of the letter “E” transfixed by an arrow, the 
same being symbolical of the corporate name. Plaintiff's manu- 
factures were substantially those classified in the trade as electric 
appliances and, as such, within the domain of “Class 21” in the 
patent office. 

The business rapidly expanding to embrace most of the de- 
vices within “Class 21” in 1916, plaintiff registered a third trade- 
mark which was the arrow without connection with any other figure. 
By that time plaintiff's goods had wide distribution to the whole- 
sale electrical trade and were generally known to the trade as 
“Arrow goods,” the figure of an arrow being the striking and 


dominant characteristic, also, of the first two trade-marks. A verv 
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large amount of plaintiff's devices were and are marketed with the 
third trade-mark as the distinguishing evidence of origin. We have 
no difficulty in finding that a most important element in plaintiff's 
extensive business is the reputation of its manufactures under the 
trade colloquialism of ‘Arrow goods.” 

Defendant began business in a small way in 1913 in the man- 
ufacture of small coils and armatures which, as not capable of 
independent use as complete devices, were not sold to the trade, 
but, as parts of motors, to makers of small motor-driven appliances. 
It appears that on defendant’s wirings of this nature was placed 
a figure of an arrow. By 1913, plaintiff's business was large 
enough that plaintiff, as a factor in the electrical trade, was at 
least noticeable, although defendant’s principals insist that they 
were not aware of it when they adopted the corporate name of 
“The Arrow Manufacture Company.” It was a fact that the par- 
ties to the case, prior to the fall of 1916, were so divergent in their 
relations to electrical trade and manufacture that no conflict in 
business, savoring of piratical or unfair competition, was probable— 
neither goods nor customers met. In the latter part of 1916, how- 
ever, defendant entered a new field by commencing the manufacture 
of “shelf goods” for the electrical trade, making a small, porcelain- 
encased transformer marked with the figure of an arrow. This 
device is not considered to be an “electrical appliance,’ but a 
“wiring device,’ according to the trade terminology. 

The so-called uncontradicted facts of the case are thus summed 
up in plaintiff's brief: 

(a) Plaintiff, under the name “The Arrow Electric Company,” had 
been in the business of manufacturing and selling electrical supplies to 
jobbers and dealers throughout the United States for a period of over 
six years before defendant company was incorporated and over nine 
years before defendant undertook to market any product through jobbers 
and dealers or in a manner that was likely to conflict with plaintiff’s 
business or result in confusion between the two companies or their products. 

(b) When defendant first began to market any of its goods through 
jobbers and dealers, plaintiff had established a high reputation for its 
goods throughout the United States, and the term “Arrow Quality” 
applied to such goods had come to mean goods of the quality of those 
made and sold by “The Arrow Electric Company.” 


(c) For fully three years before defendant first undertook to sell 
any electrical supplies to the trade either under its corporate name or 
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the trade-mark “Arrow,” defendant knew of plaintiff company and its 
products and that plaintiff company marketed its goods through jobbers 
and dealers and that plaintiff's trade-marks were very valuable (see de- 
fendant’s letter to plaintiff, December 7, 1916, Ex. 3). 

(d) That plaintiff's and defendant’s goods are both marketed in 
cartons, are known and carried as shelf goods by dealers and jobbers, 
sold by the same clerks to the same customers for use on the same “wiring 
jobs” and are wired into the house-lighting circuits of the same buildings 
in the same manner and by the same workmen. 

(e) That before defendant had done any advertising and within two 
months from the time it began to manufacture and sell its transformers, 
it had written notice from plaintiff that it was entering upon a line that 
conflicted with plaintiff’s and would be certain to result in confusion and 
damage to plaintiff’s business. 

(f) That defendant then recognized the value of plaintiff's trade- 
mark, but declined to change its course, and a few months later in answer 
to a second notice had the effrontery to suggest that if plaintiff did not 
like the situation it could change its name (Ex. 3). 

(g) That the trade has been and is confused by reason of the simi- 
larity of the corporate names and marks of the two companies. 


This summing up we adopt as fairly representative of the 
state of the evidence, although, of course, the court must not be 
held to endorse the language of the statements (we refer partic- 
ularly but not exclusively to paragraph f). 

The action is to restrain the use by defendant (now, by 
changed corporate name, Airway Electric Appliance Corporation) 
of the figure of an arrow on its goods, and the use of the word 
“Arrow” to designate its manufactures. This court regards the 
change of defendant’s corporate name as a concession of plain- 
tiff’s right to enjoin the use of defendant’s old name. 

The defense is, principally and substantially, that plaintiff's 
appropriation of the arrow as a trade symbol is limited to the 
arbitrarily created classification of electrical goods known as “Class 
21,” within which plaintiff has confined its business, and that, 
because defendant so far is putting out electrical goods within 
another classification, there is no equitable invasion of plaintiff's 
rights. 

The established criterion of what is unfair, competition is 
that conduct, whether intentional or not, which serves to mislead 
the unwary customer to the loss of the complaining party. In 
the present case, it is clear that plaintiff is entitled to the preserva- 
tion of its trade reputation, and that much of that is vitally con- 
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nected with the arrow as the arbitrary symbol of its goods. The 
ordinary person is not keenly alive to the distinction between an 
electrical appliance and a wiring device, nor is it presumable that 
he would conceive that one manufacturing company limits its out- 
put to appliances and the other to wiring devices, so that, finding 
an unsatisfactory article in one classification bearing an arbitrary 
trade-mark, he would not entertain some reflection against the 
maker of an article in another classification bearing the same trade- 
mark. It requires no stretch of imagination to conceive of a pur- 
chaser of an arrow-marked transformer thinking that he was buy- 
ing into the well-known “Arrow goods” of plaintiff. Whether 
defendant intended it or not—that is not controlling—the fact 
is that the use of the arrow on defendant’s small transformers is 
equivalent to a representation to the unwary purchaser that it was 
made by the maker of other arrow-marked goods on the same shelf. 

We think plaintiff is entitled to all the relief it seeks. Authori- 
ties are too numerous to be exhaustively cited. On the general 
principle we cite Hanover Milling Company v. Metcalf, 240 U. S. 
403 [6 T. M. Rep. 149]. On the special defense offered here, we 
cite out of a host of cases: Enoch Morgan’s Sons Co. v. Ward, 
152 Fed. 690; Florence Manufacturing Company v. Dowd & Co., 
178 Fed. 73; Aunt Jemima Mills Co. v. Rigney § Co., 247 Fed. 
407 [6 T. M. Rep. 469]. 

A defense of registration of trade-marks prior to plaintiff’s 
is also offered. On the facts this defense appears ineffectual. The 
case of The Prest-O-Lite Company v. Play-O-Lite Company, Inc. 
[10 T. M. Rep. 383], decided by the Court of Appeals of the 
District of Columbia, is not, on its face, an apt citation. 

We see no good reason why the defendant under its new name 
should be allowed to answer. To be sure, technically, The Air- 
Way Electric Appliance Corporation is a new company, but, prac- 
tically, it is but a substitution for the old defendant, and there 
is no valid objection that this case should go to final decree on 
the original pleadings. 

Much contention, subsequent to the hearing, has arisen over 


the reception of certain depositions because it does not appear 
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from the record that the notary was present at the testimony—in 
fact, it is a fair inference that the officer was not present. There 
was no motion to suppress these depositions, objection being taken 
for the first time at the hearing. The objection, had it been made 
before trial, could have been obviated by retaking the depositions, 
or, possibly, by an amendment of the certification. It is purely 
of a formal character, and not pertinent to the merits of the testi- 
mony. We conclude that it was made too late. Howard v. Still- 
well §& Bierce, 139 U. S., 199. 

We are not disposed to notice the controversy over the sup- 
posed action of the court in rejecting these depositions at the 
hearing. Until final determination, all such matters are in the 
breast of the court, there being no jury. In view of the authorities, 
plaintiff is within its right demanding and obtaining consideration 
of this line of testimony. 


Lenox Co., Inc. v. Jones, McDurree & Stratton CorpPoraTION 
(271 Fed. Rep. 511) 


United States District Court for the District of Massachusetts 


March 4, 1921 


Unrair Competirion—Use or Parentep Designs Arter ExPiraTION 
oF PaTENT. 

Where plaintiff had originated and patented a distinctive design 
for high-grade chinaware, having as its salient features Chinese 
scrolls and figures symbolical of the “Ming” dynasty, it cannot, after 
the expiration of such patent enjoin, under the law of unfair com- 
petition, the use by defendant on lower grade china, of a somewhat 
similar design, where the latter’s product is plainly and unmistakably 
marked with a different trade-mark and a different source of man- 
ufacture. 


In equity. Suit for unfair competition. Decree for defendant. 


Ellis Spear, Jr., and Edward N. Goding, both of Boston, 
Mass., and Edmund Quincy Moses, of New York City, 
for plaintiff. 

Kenyon & Kenyon, of New York City, and Arthur J. Welling- 
ton, of Boston, Mass., for defendant. 
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Avpricu, District Judge: The Lenox Company of New Jer- 
sey rests its case upon a design patent, numbered 50,064. 

The application was filed October 16, 1916, and the design 
was patented December 19, 1916, under an express term limiting 
it to three and one-half years. 

The designer was Frank G. Holmes, and whatever rights there 
are under the patent are now owned or controlled by the Lenox 
Company. 

In my view, this case leaves only a single question for me to 
decide, as will be explained later on. 

The case has reference to a patented design for a plate or 
similar article. The design is particularly ornamental, and was 
the result of large expense in the line of artistic work, with the 
result of a rare combination of artistic lines, scrollings, and birds 
attractively posed, or poised, including a Chinese tree, with figures 
of butterflies, strikingly wrought, all intended for the center of 
the ware. The Chinese tree was old, as counsel concede, and as 
everybody knows. 

With the design, as it was brought out, were combined with 
the marginal scrollings peculiarly attractive shades and colorings, 
interspersed with the figures of birds in brilliant and varied 
plumage, artistically poised within shapely panels, in accordance 
with the design pattern. Yet the Lenox bases its claims more upon 
the design pattern than upon colorings and shades, yet claiming 
that the combination of colors and shades is an element to be con- 
sidered; and this is so, I think, because it is a market production 
which strongly appeals to the artistic eye. 

The design was one of admitted merit, yet, after all, it was 
one which contemplated a combination of colorings and shades to 
give artistic effect to the figures of the design, some of which were 
old. The patent, it is to be presumed, was not based altogether. 
perhaps not at all, upon the colorings and shadings, but rather 
upon the ornamental combination of figures and shapes and draw- 
ings, as shown by the pattern attached to the patent itself. 

The ornamental combination and design were intended, of 
course, for the face of the plate. 
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On the back of the intended article of ware—as brought out 
for the trade—there is a wreath, inside of which is the letter “L’’; 
under the wreath (if that is the proper characterization of the 
figure) is the word ‘“Lenox’’; underneath that the word “Ming”; 
and still again, under ““Ming,’ “Design Patented.” 

The scrolls and figures and words of the original design are 
in black and white. Some figures of the design combination as 
patented, and as put upon the market, have been known since the 
fifteenth century, and the word “Ming” and the Chinese tree, as is 
supposed, associate themselves with the days of the Ming dynasty. 

The design intended for the face of the ware is one of un- 
doubted merit, as has already been said, and is one which was 
intended to be superimposed upon the face of a high-grade of 
chinaware, and the product, as brought out, by the Lenox Company, 
for the trade, was a product resulting from great pains in selecting 
the quality of ingredients which were to enter into the ware itself. 


It was put upon the market as an article of merit, and in com- 





merce it was something which attracted the eye of trade—especially 
the eye of women, who, as the evidence shows, were the chief 
purchasers of high-class chinaware, like that of the Lenox “Ming” 
in question. 

The merit of the decorative Ming production was such that 
its sales ran up into hundreds of thousands of dollars within a 
single year. 

The chief difficulty with the plaintiff's case is that the patent 
expired before the menace of infringement which the Lenox Com- 
pany now alleges as something injurious to its rights. 

There are several defenses, but under the circumstances it 
seems obvious that the case should be dealt with as only, in sub- 
stance, involving the question of unfair competition, though other 
features of the defense may, perhaps, be touched upon, in an inci- 
dental way. 

That rights of monopoly, under patents based upon machines, 
instrumentalities, designs, etc., expire at the end of the term ex- 
pressed in the patent (except, perhaps, as to exact copies, or 
something in striking similitude, in bad faith), and that things 
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covered by the patent become public property—provided they are 
reasonably marked, by the name of the manufacturer who adopts 
them, and are reasonably and properly designated as something 
made by one, other than the original patentee, or producer, or 
manufacturer, by giving the true name of the one who makes them, 
and puts them into the trade, except perhaps in cases in exact like, 
or perhaps something in very close similitude, of the original in 
bad faith, to the end that purchasers shall not be deceived into 
buying a particular thing as an original, when it is not, and thus 
deceived into buying something they are not getting—seems to 
have been settled by decisions which must control this case. Singer 
Co. v. June Co., 163 U. S. 169, 16 Sup. Ct. 1002, 41 L. Ed. 118; 
Merriam Co. v. Ogilvie, 159 Fed. 638, 88 C. C. A. 596, 16 L. R. A. 
(N. S.) 549, 14 Ann. Cas. 796; Merriam Co. v. Ogilvie, 170 Fed. 
167, 95 C. C. A. 423; Dry Goods Co. v. Scriven Co., 165 Fed. 689, 
91 C. C. A. 475; Allen v. Walton (C. C.) 178 Fed. 287; Keystone, 
etc. v. Portland Pub. Co., 186 Fed. 690, 108 C. C. A. 508 [1 T. M. 
Rep. 106]; Merriam Co. v. Saalfield, 190 Fed. 927, 111 C. C. A. 
517 [2 T. M. Rep. 1]; Wheat Co. v. Humphrey Co., 250 Fed. 960, 
163 C. C. A. 210 [8 T. M. Rep. 369]. 

It follows, therefore, that the chief question here is whether 
the articles of English manufacture, which Jones, McDuffee & 
Stratton think they may put into their trade, are suitably and 
properly designated as another and as an English product, to the 
end that they shall reasonably differentiate themselves from the 
Lenox “Ming.” 

Now as to the English product: 

It is a product of much cheaper material, and of a somewhat 
less attractive design, though quite like that of the Lenox, yet a 
design somewhat different, because the tree is one of different 
lines, the flowers differently placed, with a lower branch and 
flowers on the left-hand side of the English, an absence in the 
English of the butterflies which appear in the Lenox, and the birds, 
though of brilliant plumage and of attractive figures, are quite 
differently poised, the panels are differently shaped, and the flowers 
and other figures within the panels are quite different in the Eng- 
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lish from those in the “Ming’’ panel, and the shades of the ware, 
at least to the feminine eye, would differentiate the two. 

I have described what is on the back of the Lenox, and the 
evidence tends to show (and I think it is true) that women, who 
are the chief purchasers of such ware, with feminine tact, or under 
the feminine impulse, and perhaps somewhat under the instinct of 
curiosity, after looking at the front design, as the next step look 
for the name of the manufacturer, and of the place of the maker, 
as indicated by what is on the back of the ware. 

The evidence also tends to show that women purchasers are 
quite apt to hold the ware up to the light, to see how it shows up. 

As to men purchasers of high-class chinaware, which, accord- 
ing to the evidence, are a small percentage of the purchasers, | 
think that sensible men would look at the back, if they were buying 
expensive chinaware. Whether they would hold the ware up to 
the light as a test is perhaps doubtful. 

I have so far spoken of the design which appears upon the 
face of the English ware. Now as to the designation on the back 
of the English: 

There is a figure of a crown, or something which at all events 
looks English, there are the words “Johnson Brothers,” and the 
word “England,” and on Defendant’s Exhibit B, and perhaps on 
others, there is the word “Vigo,” all of which are quite different 
from the words and figures on the Lenox. 

Again, on the Lenox, the wreath and the “L” and the words 
are in black, while on the English the words and figures are in 
green. 

I think the features, which I have described, sufficiently indi- 
cate to purchasers of the wares in question what they are getting, 
especially when it is considered that the inferior English product 
in the trade holds at prices only something like one-fifth of that 
of the higher class Lenox product. 

The English product in trade demands only something like 
one-fifth of that of the original Lenox, and I think the figures and 
colorings, on the back of the English, reasonably and _ suitably 


designate the place from whence the product comes. I think this 
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designation was in good faith, and was to the end that the public 
should not be cheated, and I find that the Jones, McDutffee con- 
cern, in dealing with the English product and making contracts 
for shipments, acted in good faith with reference to the question 
whether the public would, or would not, be deceived. 

No rule of law, or of reason, would require the differentiating 
names and marks of the makers to be placed on the face of china- 
ware, or of other ware carrying an attractive decorative design. 
Such a setting would at once mar the beauty of the design, and at 
once dethrone the purpose of the producer, which, of course, is 
that of attracting trade through a scheme of combinations appeal- 
ing to the artistic eye. 

The rule of reason only requires the distinctive marks to be 
placed on the back of the ware, where not only those of artistic 
tastes, but the average trade as well, would naturally look for the 
markings, if interested to know. This is where the markings would 
naturally and reasonably be placed on such ware as that in question, 
both as to the plaintiff's and the defendant’s, and where they would 
naturally be looked for by members of the public who buy, and 
where it must be said they would reasonably expect to find them. 

Yet we must look further to the relations between the English 
company and the Jones, McDuffee concern, in respect to the Eng- 
lish product, and as to the proposed shipments. 

It seems that the “Vigo” pattern was brought out, to some 
extent, by the English company, through its American agency in 
New York, during the life of the Lenox design; yet I think it was 
done in good faith, though that is something perhaps, not to be 
decided here, and the “Vigo” was, perhaps, handled somewhat by 
the Jones, McDuffee Company. But this is not made a subject 
of complaint in this bill, because the English company, after cor- 
respondence with Mr. Brown, president of the Lenox Company, 
suspended solicitations, and notified Mr. Brown to that effect, and 
Mr. Brown acknowledged, with pleasure, the attitude of the Eng- 
lish Company, and so far as the evidence shows, and I think I am 
correct in saying this, the Jones, McDuffee Company suspended 


their connections with it during the life of the patent. 
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Thus things occurring during the life of the Lenox design 
were amicably arranged, and the questions here have reference 
only to the menace of things done, or proposed to be done, since 
the expiration of the life of the Lenox design patent. 

The Jones, McDuffee & Stratton Company is a corporation 
which, through the father of the Jones now president of the cor- 
poration, succeeded to a business founded by Otis Norcross, and 
is a concern, as well as that of the Lenox, which stands high in the 
field of commerce in which they are operating. 

A representative of the Jones, McDuffee concern (I think. 
Theodore Jones), being in New York for business purposes, was 
shown by a representative of the English company samples, or 
tentative sample designs, of the ware which, as was explained, was 
to be brought out by Johnson Bros., in England. There were 
explanations as to dissimilitudes in shades, patterns, and quality 
of ware, and, I think, of differences between that and the Lenox 
in respect to designs and markings, together with explanations as 
to the differences in cost. 

The English samples indicated a cheaper grade of ware 
(earthenware, I think, and in some grades that of semi-porcelain), 
and the designs were in quite close similitude to that of the Ming 
patent. And the Jones, McDuffee Company man, understanding 
that the Ming patent had expired, and without understanding that 
he was violating any of the rights of the Lenox Company, and in 
good faith, made contracts in respect to the wares which were 
being brought out in England, contracts which contemplated very 
considerable future shipments of the English ware, which ship- 
ments were to be to the Jones, McDuffee & Stratton Company. 
The Jones, McDuffee Company has, in the past, exclusively handled 
the high-grade “Ming” china in the Boston trade zone, and are 
still handling it (I believe, and as the evidence shows), with 
laudable commendations as to its high class and character. 

But I find that the Jones concern was not, and is not, in trust 
relations with the Lenox Company. I find that both the Jones 
company and the English company, in respect to the transactions 
in question, were acting in good faith, so far as their acts concerned 
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the rights of the Lenox Company, and when this litigation was 
started that shipments were suspended without the Jones, McDuf- 
fee Company’s pressing the Lenox Company to a hearing upon its 
petition for a preliminary injunction. 

Patent monopoly was intended by the framers, in the primal 
sense, among other things, to advance science, and to encourage 
invention in respect to instrumentalities, to stimulate original and 
attractive designs in the field of art, through granting exclusive 
control to inventors and designers for a limited period. Yet it 
still remains that it is quite as true, in the broader and more im- 
portant sense, that there was an intent in the interest of the general 
public, to the end that the public at large, after the limited monop- 
oly had had its run, should receive the benefits of developments 
which the government had encouraged, through giving exclusive 
monopoly to inventors and designers for a limited period. 

The scheme of the Lenox assembly—the figures, lines, scrolls, 
and other attractive features—was one which unquestionably re- 
sulted in producing an exquisite design, and the purpose of the 
Lenox Company, in respect to the quality and grade of ware which 
it brought to trade and commerce, in connection with the design, 
was laudable. But exclusive control has had its day, according to 
the express terms of the patent covering the design. 

Therefore, if there was no wrongful purpose, the Lenox de- 
sign, except as to limited qualifications, is open to others; and if 
the English product, which the Jones company proposes to use, was 
suitably marked and designated as English product, so that pur- 
chasers should not be led to believe that they are getting the orig- 
inal Lenox “Ming,” when in fact they are getting something else, 
an article manufactured by some one other than the Lenox, think- 
ing that it was the Lenox. 

The circumstances of the hearing show that the parties look 
upon this case as an important one, and it is gratifying and refresh- 
ing to say that counsel and parties have conducted their litigation 
with fairness and dignity, each side to the other. 

If all litigation were to be conducted with as little “bad blood” 


as has been shown here, “‘bad blood” being an expression sometimes 
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used to express heated legal controversy, and if parties and counsel 
in all cases should exhibit the fine quality of courtesy which has 
been shown in this hearing, the difficulties of judges, having for a 
time the task of deciding cases, would be greatly lessened. 

The particular remedy which the plaintiff seeks, after stating 
its views as to the grounds for it, is a permanent injunction against 
further shipments or importations to the Jones company of the 
English product which have been described. 

In view of the rule of law in respect to the rights of the public, 
after a patent has expired, to which I have referred, and tried to 
explain, and of the distinctive markings wherein the manufacture, 
in respect to such art, they would ordinarily be placed, and where 
in the trade they would be expected to be found, I do not think 
the English product, under the circumstances, in the hands of the 
Jones, McDuffee Company, can be said unreasonably, or unfairly, 
if at all, to come into competition, in trade, in regard to the gen- 
uine Ming. 

Under all the circumstances, and for the reasons given, I find 
as a fact, and rule as law, that the bill and the petition should be 
dismissed, and they are dismissed, with costs to the defendant. 


ANDREW JERGENS Co. v. Woopsury, INc., ET AL. 
(271 Fed. Rep. 48) 


United States District Court, District of Delaware 
October 15, 1920 


Trape-Marks anp TrapE-Names—Uwnrair Competirion—Mortion To AMEND 

ANSWER—UNCLEAN Hanns as DEFENSE. 

In a motion by defendant to amend an answer to a complaint, 
the fact that plaintiff sues with unclean hands need not be pleaded 
as a defense, as the court may invoke such doctrine, without an amend- 
ment, should the facts so warrant. 


In equity. On motion for leave to file amended answer. De- 
nied. For opinion of this court in an action for infringement and 
unfair competition between these parties, see 11 T. M. Rep., p. 192. 
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Keyes Winter, of New York City, and Thomas F. Bayard, of 
Wilmington, Del., for plaintiff. 
Gustav Drews, of Brooklyn, N. Y., and J. P. Laffey, of Wil- 


mington, Del., for defendants. 


Morris, District Judge: The Andrew Jergens Company filed 
its bill of complaint, setting up exclusive right in it to use the 
name “Woodbury” or “Woodbury’s” and the trade-mark (now 
registered), consisting of a reproduction of a neckless head, upon 
dermatological preparations and toilet articles, charges the de- 
fendant, Wm. A. Woodbury Distributors, Inc., and others, with 
infringement of those rights, and prays for the usual relief. 

The defendant, Wm. A. Woodbury Distributors, Inc., now 
moves for permission to substitute by way of amendment a new 
answer for the answer heretofore filed. The plaintiff opposes the 
motion. The proposed new answer differs from the answer here- 
tofore filed in two substantial particulars only. Both are by way 
of addition. The first is an affirmative averment, accompanied by 
allegations of the facts upon which this averment is based, that the 
plaintiff does not come into court with clean hands. The second 
point of difference is that the answer now offered for filing sets 
up a counterclaim against the plaintiff. The grounds of plaintiff's 
opposition to the proposed amendment are: First, that the want 
of clean hands is not in reality a defense, and may be taken advan- 
tage of although not pleaded; and, second, that the counterclaim 
as set up is not valid in law. 

The first ground of opposition seems well taken. It is sup- 
ported by Memphis Keeley Institute v. Leslie E. Keeley Co., 155 
Fed. 964, 974, 84 C. C. A. 112, 16 L. R. A. (N. S.) 921, and 
Bell § Howell Co. v. Bliss (C. C. A.) 262 Fed. 131, 135. No 
case taking the contrary view has been cited. It follows that an 
amendment to the answer is not needed to enable the court to in- 
voke the maxim in question should the facts so warrant. 

As a counterclaim the defendant states certain facts to show 


that it is entitled to use the word “Woodbury” or “Woodbury’s,” 
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together with the “‘neckless head,’ on certain toilet articles and 
preparations, and charges: 


“That plaintiff * * * has threatened to and did refuse to deal 
with, or to sell its products, the products of plaintiff, to dealers, * * * 
and the like, who dealt with defendant, and did otherwise intimidate 
dealers, * * * and the like, into declining to deal with defendant. 


* * # 

The defendant relies on Schonwald v. Ragains, 32 Okl. 223, s 
122 Pac. 208, 39 L. R. A. (N. S.) 854, and Standard Oil Co. v. 
Doyle, 118 Ky. 662, 82 S. W. 271, 111 Am. St. Rep. 331, in sup- 
port of its contention that the acts of the plaintiff so charged 
entitle the defendant to relief. But, as I understand those cases, 
the decision in the former is based upon the malicious interference 
by the defendant with the contracts of the plaintiff, and the latter 
case rests upon a threat to ruin a customer of another should the 
customer continue his dealings with that other. The wrongs for 
which relief was there given are not the wrongs forming the basis 
of defendants’ counterclaim. The charge made in the proposed 
answer, as I view it, falls within the principle laid down in Federal 4 
Trade Commission v. Gratz, 253 U. S. 421, 40 Sup. Ct. 572, 64 
L. Ed. 993 [9 T. M. Rep. 409], and United States v. Colgate & 
Co., 250 U. S. 800, 39 Sup. Ct. 465, 63 L. Ed. 992, 7 A. L. R. 
443, to tlie effect that a trader or manufacturer may, in the absence 
of an intent to create or maintain a monopoly, freely exercise his 
own discretion as to parties with whom he will deal, and that he 
may announce in advance the circumstances under which he will 
refuse to sell. I think these cases, rather than Gompers v. Buck’s 
Stove & Range Co., 221 U. S. 418, 31 Sup. Ct. 492, 55 L. Ed. 
797, 84 L. R. A. (N. S.) 874, and Hitchman Coal & Coke Co. v. 
Mitchell, 245 U. S. 229, 88 Sup. Ct. 65, 62 L. Ed. 260, L. R. A. 
1918C, 497, Ann. Cas. 1918B, 461, also cited by the defendant, 
furnish the rule by which the sufficiency of the counterclaim must 






be measured. 
The defendant likewise charges: 








“That plaintiff * * * has threatened to and did refuse to deal 
with * * * trade journal publishers, * * * who dealt with de- 
fendant, and did otherwise intimidate * * * trade journal publishers 
* * * into declining to deal with defendant. * * *” 
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This charge is too vague, indefinite, and uncertain to show a 
cause of action in the defendant against the plaintiff. It may mean 
no more than that the plaintiff declined to advertise in trade jour- 
nals carrying the advertisements of the defendant. If so, in the 
absence of further facts, I fail to see, under the reasoning of Fed- 
eral Trade Commission v. Gratz and United States v. Colgate & 
Co., how the defendant may justly complain. 

In view of the foregoing conclusions, I am of the opinion that 
leave to file the proposed amended answer would not be in fur- 
therance of justice and should be denied. 


An order in conformity herewith may be submitted. 


UNDERHILL v. SCHENCK, ET AL. 
(187 New York Supt. 589) 


Supreme Court of the State of New York 
March, 192 


Unrar Competition—Titite or Pray—“‘La Mareverina”’—“Tue Pas- 
sion Fitower”’—Deception or PvBtic. 

Where plaintiff acquired from its author the sole right to trans- 
late into the English language and to perform in said language a 
drama entitled “La Malquerida,” and subsequently presented it on 
the stage under the name “The Passion Flower,” he is without grounds 
to restrain the defendant, holder of the motion picture rights in the 
play, from producing a screen version thereof under such name, as 
neither name nor play is protected by copyright and to produce the 
same play under a name different from that originally used would 
be to work deception on the public. 


On motion for a preliminary injunction. Motion denied. 


Paul Bonynge, of New York City, for plaintiff. 

Neuman & Newgass, of New York City, for defendant Schenck. 

Elijah N. Zoline, of New York City, for defendant Herndon. 

Wingate § Cullen, of New York City (Conrad S. Keyes, of 
New York City, of counsel), for defendant Benavente. 


AsPINnaLL, J.: This is a motion for a preliminary injunction 
restraining the defendants from using the title “The Passion 
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Flower,” or any lines, captions, or titles in the English language, 


in connection with any motion picture production of a dramatic 
composition by one of the defendants, Benavente. The composition 
in question is a three-act drama entitled “La Malquerida,”’ the 
English equivalent being “The Ill-Beloved.”” The composition was 
duly copyrighted by the author, Benavente, in the year 1914 under 
the title “La Malquerida.” In the year 1917, by written contract, 
the author granted to the plaintiff, upon the terms and conditions 
therein specified, “the sole right to translate and adapt into the 
English language, and to perform or cause to be performed in the 
said language, the drama in three acts entitled ‘La Malquerida.’ ”’ 
The plaintiff thereupon prepared an English translation and 
adopted therefor the title “The Passion Flower,’ which he claims 
to have invented and devised. Thereafter, and pursuant to a con- 
tract made in January, 1920, between the plaintiff and the de- 
fendant, Herndon, the latter produced the drama under that name 
in many of the principal cities of the United States, including 
about 150 performances of said drama in the City of New York. 
and that public performances of said drama are still being given 
regularly and with great success. 

Both before and after the contract of January, 1920, the 
plaintiff and the defendant Herndon were negotiating for the ac- 
quisition by the latter of the motion picture rights. As a result, 
in or about February, 1920, an agreement was made between the 
plaintiff and the defendant Herndon, by which the former assumed 
to transfer to the latter a one-half interest in and to the motion 
picture rights of the play “The Passion Flower” throughout the 
world, and Herndon gave to the plaintiff, as a part of the con- 
sideration, a check for $500. These negotiations were conducted 
in the belief that the author’s approval could be obtained to any 
disposition of the picture rights by the plaintiff. Subsequently the 
check was returned to the defendant Herndon on the ground that 
the plaintiff had been advised that the picture rights of “La Mal- 
querida” had been disposed of through an agency in the City of 
Paris, and “that therefore the author is not able to make a con- 
tract concerning them.” When the defendant Herndon learned 





UNDERHILL V. SCHENCK, ET AL. 233 


that the author had transferred the picture rights for the world 
to one Gonzalez, he immediately entered into negotiations with the 
latter, with the result that in June, 1920, he acquired all Gon- 
zalez’s rights under the latter’s contract with the author. Subse- 
quently, in October, 1920, the defendant Herndon sold and assigned 
to the defendant Schenck the picture rights for consideration of 


$25,000. The defendant Schenck thereupon began the preparation 


of a photoplay, in which a celebrated actress, Miss Norma Talmage, 
was to star, upon a scale that already has involved an expenditure 
of over $100,000, and will require further and large additional 
expenditures, and besides has incurred important contractual obli- 
gations. ‘The contemplated production under the name of “The 
Passion Flower” has been widely advertised. This being the sit- 
uation, the plaintiff seeks injunctive relief as before stated. 

In my opinion the plaintiff never acquired the picture rights 
to the drama. The grant from the author does not expressly 
transfer such rights, and the language employed is too restricted 
to embrace them by implication. The right conferred by the grant 
is “to translate and adapt into the English language, and to per- 
form or cause to be performed in the said language. * * *” 
A motion picture play is not a performance in the English or in 
any other language. Its chief characteristic is that it is a per- 
formance practically without language. Such words, phrases, and 
short sentences as are thrown upon the screen at intervals for pur- 
poses of elucidation and explanation are not necessarily taken from 
the spoken drama. It seems quite clear to me, from the phrase- 
ology of the grant by the author to plaintiff, that the parties con- 
templated the presentation of the drama, as translated by the plain- 
tiff, upon the stage, by speaking actors. See Klein v. Beach, 239 
Fed. 108, 151 C. C. A. 282; Id. (D. C.) 2382 Fed. 240. This case 
distinguishes Frohman v. Fitch, 164 App. Div. 231, 149 N. Y. 
Supp. 633; and that case is further distinguishable by the broader 
language of the grant. Moreover, the plaintiff does not seriously 
contend that he possesses the picture rights to the drama. In the 
prayer of the complaint, he does not ask for an injunction to pre- 


vent the production of any photoplay, but only for an injunction 
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against the use of the title “The Passion Flower,’ and of any lines, 
captions, and titles in the English language in connection with 
any such production. Such, also, is the language of the order to 
show cause, and in his brief he urges that, even if he has not ac- 
quired “in express terms” the right to make a picture production 
of the drama, “it is clear that his sole right to translate and adapt 
into English is ample to prevent any such production by another.” 

The plaintiff's real contention is that he devised or invented 
the title ‘““The Passion Flower” for the spoken drama, and that 
its appropriation by the defendants for the contemplated photoplay 
is the violation of a right exclusive to himself, and so constitutes 
unfair competition. It may be said here that his claim to be the 
originator of this title is not substantiated by the records in the 
copyright office, which disclose that this identical title has been 
previously adopted by others in connection with both dramatic and 
literary compositions; but this is immaterial, for relief in equity 
lies to the adopter and user of a title, not to the inventor of it. 
Frohlich on Motion Pictures, § 121; Dickey v. Mutual Film Corp. 
(Sup.) 160 N. Y. Supp. 609 [9 T. M. Rep. 194]. It must be 
conceded that the plaintiff first adopted the title for his spoken 
drama. But priority of adoption and use alone is not sufficient, 
for the plaintiff has no exclusive property right in the name “Pas- 
sion Flower.” The drama was not copyrighted under that title, 
nor was it ever so registered as a trade-mark, name, or label. It 
is the name of a flower. One of the definitions in the Century Dic- 
tionary is “any plant of the genus Passiflora.”” Any one may apply 
the name to a poem, a country estate, or a race horse, as fancy 
dictates. 

To justify injunctive relief against the wrongful appropria- 
tion of a name or title, fanciful in its nature, there must be added 
to the requirement of priority of adoption the further essential that 
the title must have been ‘so used as to have acquired a secondary 
meaning, which identifies it in the public mind with a particular 


composition, object, or thing. Manners v. Triangle Film Corp., 
247 Fed. 301, 303, 159 C. C. A. 895 [8 T. M. Rep. 180]; Selig 
Polyscope Co. v. Unicorn Film Service Corp. (Sup.) 168 N. Y. 
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Supp. 62 [7 T. M. Rep. 189]; Frohlich on Motion Pictures, 410, 
§ 121. These two essentials create a right akin to a property right, 
which equity will protect against an unauthorized appropriation 
by another under circumstances that would work a fraud and de- 
ceit upon the public to the injury of the complainant. Plaintiff 
claims that the present situation meets the requirements of the rule. 
He claims: (1) Priority of adoption of the title; (2) that by the 
many performances given the title acquired a secondary meaning 
by which it became identified in the public mind with the spoken 
play; and (3) that the production of the photoplay under the same 
title would diminish the financial returns from the spoken play to 
his great injury. This, the plaintiff claims, entitles him to invoke 
the doctrine of unfair competition. 

It has been said that this doctrine rests upon the principle “of 
common business integrity,” and that the gist of the action “‘is not 
the harmless use of the particular words and symbols, but the 
appropriation of a competitor's business to his injury.”’ The law 
is similar to that relating to trade-marks. It is based primarily 
upon the theory that no one may, by the use of names, signs, sym- 
bols, or marks, perpetrate a fraud upon the public by inducing 
the belief that his business, goods or product is that of another. 
It has also been said that fraudulent conduct “without damage will 
not suffice” (26 R. C. L., § 57, p. 882); also that the basis of 
actions of this character is damage to the complainant and not to 
the public (Munn & Co. v. Americana Co., 88 N. J. Eq. 309, 91 
Atl. 87, L. R. A. 1916D, 116, 117 [8 T. M. Rep. 504]). Again, 
it has been asserted that the doctrine does not depend entirely upon 
an invasion of individual rights but also upon the principle that the 
public is entitled to protection against deception and fraud arising 
from the use of previously appropriated names and symbols. Mat- 
sell v. Flanagan, 2 Abb. Prac. (N. S.) 459, 461; American Grocer 
Pub. Ass’n v. Grocer Pub. Co., 51 How. Pr. 402, 408. The true 
rule, however, seems to be that equity intervenes to protect both 
the complainant and the public. Hopkins on Trade-Marks (38d 
Ed.), §§ 21, 22. 
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In my opinion the plaintiff is not entitled to invoke the doc- 
trine. The Copyright Law (U. S. Comp. St. § 9517) secures to 
an author the exclusive right to dramatization, and this includes 
the right to produce the drama or composition as a spoken play 
and as a picture play; these distinct rights being originally united 
in the author or composer. Kalem Co. v. Harper Bros., 222 U.S. 
55, 82 Sup. Ct. 20, 56 L. Ed. 92, Ann. Cas. 1918A, 1285. In 
the present case, however, the grant from the author to the plain- 
tiff transferred only the rights of the former in the spoken play. 
Whatever rights may have been acquired by the defendants by 
subsequent transfers from the author and his transferees, the plain- 
tiff has the undoubted right to translate and perform as a spoken 
play. But the plaintiff, in exercising his admitted right in this 
respect, discarded the title of the author and substituted his own, 
adopting the name “The Passion Flower.” In my opinion the 
plaintiff's act in this respect had a tendency to deceive the theater- 
going public, for the reason that the public would not generally 
know that the spoken drama, produced under the title “The Passion 
Flower,’ depicted the same plot, characters, and scenes as the 
copyrighted drama, ““La Malquerida.” Under the title “Plays of 
Jacinto Benavente,” the plaintiff himself has copyrighted a book 
containing this drama under the name “La Malquerida.” Did the 
public generally know that the drama contained in plaintiff's book 
was being produced as “The Passion Flower”? Did a person, who 
had read and possibly disapproved of ‘““La Malquerida,”’ know that 
he was to witness this drama when he purchased a ticket for “The 
Passion Flower’’? 

Whether or not plaintiff’s action in discarding the author's 
title and substituting his own subjects him to any criticism is not 
a question for me to determine, but it is quite apparent to me that 
it cannot be a ground for equitable intervention. The plaintiff asks 
equity to compel the defendants to produce this photoplay under 
the title which he discarded or under some other title. The direct 
result of relief of this character would deceive the public as to 
the identity, in plot, characters, and scenes, of the spoken play with 
the picture play. In my opinion the public is entitled to just knowl- 
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edge, and any application for relief in equity which involves the 
deception of the public in this respect does not commend itself to 
this court. If equity will enjoin, as it frequently does, the pro- 
duction of a photoplay under the same title as the spoken play, 
because of the diversity of authorship, plot, characters, and scenes, 
it will not compel the adoption of a different title for the photoplay, 
when the authorship, plot, characters, and scenes are identical. 
The ground upon which equity should intervene in the one case, 
and refuse to intervene in the other, equity will grant or withhold 
the relief sought as the occasion may require. In the present case, 
it seems to me that the relief which plaintiff asks would tend to 
deceive the public into the belief that a picture play presented 
under the title “La Malquerida” or some other title was not the 
drama produced under the title of “The Passion Flower.” 

Plaintiff complains of the possible injury resulting from the 
competition that would arise between the spoken drama and the 
picture play about to be produced by the defendant. That such 
competition may result from the simultaneous production of a 
spoken play and a picture play is recognized, and protection has 
been frequently afforded a plaintiff against a defendant who threat- 
ened to appropriate, wrongfully, the title of a spoken play and 
give it to a proposed picture play, different in plot, characters, 
scenes, and authorship. Usually, in such cases, it will be found that 
the entire right of dramatization was in the plaintiff. Many such 
cases are cited in Frohlich on Motion Pictures, beginning on page 
413. In the present case, however, the plaintiff never acquired 
the picture rights, and the theory of his action is not the protection 
of any rights secured under the copyright. 

Plaintiff further contends that the grant to him of the right 
to translate and adapt into the English language negatives the 
right of the defendants to produce the proposed picture play. I 
do not agree with this contention. If I am correct in the view that 
the plaintiff acquired the rights to the spoken play only, the grant 
of the right to translate must be construed as limited to the re- 
quirements of the spoken play. Moreover, the defendant Schenck 


disclaims any intention of approaching plaintiff's translation, but 
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claims that he is making a motion picture production from the 
original play. 

The plaintiff claims in point 5 of his brief that, even if he 
did not acquire the right in express terms to make a motion picture 
production of the play, his “sole right’ to translate and adapt into 
English is sufficient to prevent any such production by another— 
citing Manners v. Morosco, 252 U. S. 317-325, 326, 40 Sup. Ct. 
335, 64 L. Ed. 590. That was a suit to restrain the production of 
a motion picture play in violation of the copyright of the com- 
plainant, who was the author. The suit involved the question of 
infringement. But in point 1 of plaintiff’s brief he distinctly states 
that he “does not complain of any infringement of copyright,’ 
but that this lawsuit is brought to test merely the title to literary 
property, and “not an invasion or piracy of that property.” If 
the suit were to prevent the production of a photoplay, because of 
infringement of rights secured by the copyright, then the suit 
should have been begun in the federal courts (Frohlich on Motion 
Pictures, § 121; O’Neill v. General Film Co., 171 App. Div. 854- 
867, 157 N. Y. Supp. 1028); but if the purpose of the suit be, 
as plaintiff asserts, to prevent the use of the title “The Passion 
Flower,” on the theory of unfair competition, I am of opinion 
that, for the reasons stated, the plaintiff has shown nothing entitling 
him to relief in equity. 

Why reference was made to the plaintiff in this action in the 
agreement made on the 13th day of October, 1920, between the 
defendants Herndon and Schenck, I am not called upon to explain 
or determine on this motion, for the reason that all of the facts 
and circumstances connected with this controversy will undoubtedly 
be given in detail upon the trial of this action. 

Motion for a preliminary injunction denied. 

Motion denied. 
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De Lone Hoox & Eye Company v. Hump Harrpin Mee. Co. 
(130 Northeastern Rep. 765) 


Supreme Court of the State of Illinois 
April 21, 1921 


Trape-Marks and Trape-Names—‘Hume”—Unram Competition—Name 
or Patrentep Articte Arrer Exprmration oF Patent—Use IN 
} ADVERTISEMENTS AND ON Business Forms. 

The use of the name of a patented article, in the present case 
of the word “Hump,” as a trade-mark for such article is open to 
anyone after the expiration of the patent, but the use of such word 
only in advertisements and upon business forms does not constitute 
trade-mark use, nor give the appellee any exclusive right thereto. 

Unrarr Competirion—Trav—e Meantnc—Burpen or Proor on Com- 

PLAINANT. 

Where complainant manufactured hooks and eyes under a patent 
and put them out under the trade-mark “Hump,” but did not use the 
word in connection with the sale of its other products, such as hair- 
pins, buttons, safety-pins and notions, the burden of proof that such 
name has acquired a secondary meaning rests on the complainant, 
and in the absence of such proof, equity will not enjoin the use of 
the word by appellee, provided it distinguishes its product as being 
its own manufacture. 


In equity. From judgment of appellate court reversing decree 
of dismissal and remanding the cause with directions to enter decree 
for complainant, defendant appeals. Judgment reversed and decree 
of circuit court affirmed. 


Judah, Willard, Wolf §& Reichmann, and Frank L. Belknap, 
all of Chicago, for appellant. 

Rushmore, Bisbee & Stern, of New York City, and Moses, 
Rosenthal §& Kennedy, of Chicago (Charles E. Rushmore 
and George N. Hamlin, both of New York City, of coun- 
sel), for appellee. 


Dunn, J.: The De Long Hook & Eye Company filed a bill 
in the circuit court of Cook County against the Hump Hairpin 
Manufacturing Company to enjoin the latter from using the word 
“Hump” in the marketing of its hairpins and in its corporate name, 
upon the ground that the use of such word in the manner the 
defendant was using it constituted unfair competition with the 


complainant. A hearing upon the pleadings and evidence resulted 
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in a decree dismissing the bill for want of equity, which the Ap- 
pellate Court reversed, remanding the cause, with directions to 
enter a decree in favor of the complainant in accordance with 
the views expressed in the opinion of the court. The defendant, 
having obtained a certificate of importance, has appealed from the 
judgment of the Appellate Court. 

The claim of the appellee is based upon the adoption of the 
word “Hump” and its continued use by it and its predecessors 
as a trade-mark since 1891, and the claim that this word has been 
so used and advertised in connection with all the products of the 
appellee, which included hairpins and other like articles of women’s 
apparel known as notions, as to have acquired a special significance 
in the minds of retailers and of the purchasing public as a trade- 
name, which, used in association with hairpins, indicates the ap- 
pellee as the manufacturer thereof. 

The appellee is a corporation organized under the laws of 
Pennsylvania, having its principal office in Philadelphia, and is 
engaged in the manufacture and sale of hooks and eyes, hairpins, 
buttons, safety pins, and toilet pins. In 1889 the partnership 
of Richardson & De Long Bros. was organized for the purpose 
of manufacturing and selling hooks and eyes under letters patent 
issued to Frank E. De Long for ‘an improvement in hooks or 
fasteners for garments, consisting of a hook proper and a shank 
formed of substantially parallel bars and a curved spring tongue 
having its free end forming a loop coincident with the bend of the 
hook, said tongue and loop being intermediate of said bars and 
having the central bar of the shank bent forward out of the plane 
of the other bars, acting as a spring to prevent accidental disen- 
gagement of the hook and eye members one from the other and 
permitting of easy engagement of the hook with the eye or of its 
disengagement therefrom by the wearer of the garment to which 
the hook and eye are attached.” The partnership commenced the 
manufacture of hooks and eyes under the letters patent in March, 
1890. In 1891 they gave to the bend and central shank the name 
“Hump,” and adopted that word together with the expression, “See 


that Hump?” which phrase was used in connection with a picture of 
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the hook and eye and an indicating line running from the word “see” 
to the hump, as a trade-mark for hooks and eyes, which they caused 
to be registered in the patent office on April 19, 1892, and on August 
20, 1905, and on August 7, 1906. A corporation of the same name 
as the appellee was organized under the laws of West Virginia in 
1890 which took over all the business of the partnership, and in 1907 
the appellee was organized in the state of Pennsylvania and has 
succeeded to all the business, property, and rights of both the 
partnership and the West Virginia corporation. The appellee and 
its predecessors have been continuously engaged in the manufac- 
ture and sale of hooks and eyes of the character described in the 
De Long patent since 1890, though the patent expired in 1906, 
and since that time such hooks and eyes have been manufactured 
and sold by others as “Hump hooks and eyes.” In 1894 the 
appellee’s predecessor engaged also in the manufacture and sale 
of hairpins, making the ordinary hairpin with two prongs, and it 
and the appellee, its successor, have ever since continued in that 
business. These hairpins were never known or advertised or sold 
as “Hump hairpins.” The trade-mark “Hump,” or “See that 
Hump?” was never attached to the packages in which they were 
sold. They were sold under separate names, as the “Cupid Hair- 
pin” and “Diana Hairpin” and “De Long Hairpin.” 

In December, 1903, Sol. H. Goldberg obtained letters patent 
on a new three-pronged hairpin invented by him, the essential 
characteristic of which was a central third prong considerably 
shorter than the outer prongs, which was twisted and provided 
with a hump by bending the wire. In November, 1904, Goldberg 
caused to be registered in the patent office, as a trade-mark for 
hairpins, the words, “It locks the locks,’ and in April, 1907, as 
another trade-mark for hairpins, the words, ““Hump hairpin locks 
the locks.” These patents and trade-marks were assigned to the 
Hump Hairpin Company, a corporation organized under the laws 
of the State of Illinois, and by it were assigned to the Hump 
Hairpin Company, a corporation of the State of Maine, and later 
were assigned to the appellant, the Hump Hairpin Manufacturing 
Company, a corporation of the State of West Virginia, which has 
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succeeded to all the rights of Goldberg and the two preceding cor- 
porations in the patent and trade-marks. 

In January, 1909, the Hump Hairpin Company of Maine 
applied for a trade-mark for hairpins, consisting of the words “The 
Hump” printed above the likeness of a camel bearing a hairpin 
on its back. The De Long Hook & Eye Company filed its oppo- 
sition in the patent office, where it was sustained, but on appeal 
to the Supreme Court of the District of Columbia the order was 
reversed and the trade-mark was ordered registered [3 T. M. Rep. 
238]. The Maine corporation, the Hump Hairpin Company, in 
1910 established a plant in Chicago for the manufacture of hair- 
pins under the Goldberg letters patent, and in 1914 the appellant 
was organized and took over all the assets and the business of the 
Maine corporation. In January, 1916, it entered on a large scale 
upon the business of manufacturing and selling hairpins in the 
city of Chicago. Soon after, on April 26, 1916, the appellee filed 
the bill in this case. 

From the time the words “Hump” and “See that Hump?” 
were adopted as a trade-mark for hooks and eyes the predecessor 
of the appellee began advertising its products very extensively, 
and this advertising has been continuous since that time. The 
advertising was carried on by publication in magazines, trade jour- 
nals, newspapers, and circulars, on cards placed in street cars, on 
paper bags, fences, and signboards and was attended with many 
ingenious and novel cevices. The most striking feature of the 
advertising was the trade-mark and the name of the De Long Hook 
& Eye Company. From time to time various other articles began 
to be manufactured and sold by the De Long Hook & Eye Com- 
pany, such as press buttons, safety pins, and toilet pins. These 
articles all belong to a class of merchandise known as “notions,” 
and as the manufacture of each new article was begun it became a 
part of the advertising scheme, and its picture was a part of 
the presentation of the business of the company. In February, 
1916, the Scheme of advertising was changed, so that from the 
picture of each article grouped around the pictured hook and eye 
with the words, “See that Hump?” a line was drawn to the hump. 
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There is evidence that this change was determined upon in the 
latter part of 1915, and paper bags for the use of the trade in the 
sale of notions were distributed before Christmas, 1915, though they 
did not become a part of the advertising scheme until February, 
1916. 

The appellee’s patent having expired, and the hooks and eyes 
manufactured by it under the patent having acquired the name 
of “Hump hooks and eyes,” by which they are generally known, 
every person has the right to make and sell hump hooks and eyes 
under that name, provided he does nothing tending to deceive the 
public into believing that his hump hooks and eyes were manufac- 
tured by the appellee. At the expiration of the patent the public 
acquires the right to make the patented article and to use the name 
which it has acquired, even though the name is that of the patentee, 
subject to the requirement that in using the name such precaution 
shall be taken as will prevent deception of the public by furnishing 
unmistakable information as to the manufacturer. Singer Manf. 
Co. v. June Manf. Co., 163 U. S. 169, 16 Sup. Ct. 1002, 41 L. Ed. 
118. 

Since appellee never attached the trade-mark “Hump,” or 
“See that Hump?” to the hairpins which it manufactured and 
sold, it acquired no right in those words as a trade-mark for hair- 
pins. The mere adoption and use of words in advertisements, 
circulars and price lists and on signs and stationery give no ex- 
clusive right to their use. Hazelton Boiler Co. v. Hazelton Tripod 
Boiler Co., 142 Ill. 494, 80 N. E. 839; Bolander v. Peterson, 136 
Ill. 215, 26 N. E. 603, 11 L. R. A. 850; Candee Swan & Co. v. 
Deere & Co., 54 Ill. 489, 5 Am. Rep. 125. 

Therefore, the appellee does not base its claim for an injunc- 
tion upor any application of the law of trade-marks, but only upon 
the claim of unfair competition. For the latter claim no trade- 
mark right or right to the exclusive use of the words, marks, or 
names by which the goods sold are called, is essential. In such 
a case the question is whether the defendant’s use of the words 
or marks complained of is such as is likely to deceive purchasers 
from the defendant into believing that they are buying the com- 
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plainant’s goods. It is not necessary that a specific trade-mark 
or exclusive right of the complainant should have been infringed. 
but the question is whether the marks and devices of the defendant 
are of such a character as to deceive purchasers, with the result 
that the goods of the defendant are palmed off as the goods of 
the complainant. McLean v. Fleming, 96 U. S. 245, 24 L. Ed. 828. 

Where a manufacturer or merchant has used a mark, word, or 
phrase in such a Way that it has become identified with his business 
and the articles of his manufacture, another will not be permitted 
to use the same mark, word, or phrase so as to lead purchasers 
to believe they are buying the goods of the former. This rule 
applies even though the word, name, or phrase under which the 
reputation of the merchant or manufacturer has been acquired is 
geographical or merely descriptive of the character or quality of 
the articles or the place of their manufacture or sale, and is, there- 
fore, incapable of being monopolized for use as a trade-mark. 
The question is one of common honesty, and the courts require the 
observance of such a standard as will protect the business, the 
market, and the reputation of a dealer against all acts which tend 
to deceive the public into believing that the goods of another are 
his goods and to pass them off as such. A merely descriptive term 
or the name of a person or place may have become associated with 
a particular kind of goods or the product of a particular manufac- 
turer in such a way that mere attaching the word to an article of 
the same kind would amount to a misrepresentation as to the origin 
of the article. In such case, while the use of the word cannot be 
prohibited, it may be enjoined unless accompanied by such infor- 
mation and precautions as will unmistakably distinguish the article 
from the goods of the original manufacturer or vendor and will 
prevent deception of purchasers. Elgin National Watch Co. v. 
Illinois Watch Case Co., 179 U. S. 665, 21 Sup. Ct. 270, 45 L. 
Ed. 365; American Waltham Watch Co. v. United States Watch 
Co., 178 Mass. 85, 58 N. E. 141, 48 L. R. A. 826, 73 Am. St. 
Rep. 263; Cohen v. Nagle, 190 Mass. 4, 76 N. E. 276, 2 L. R. A. 
(N. S.) 964, 5 Ann. Cas. 553. 
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The Hump hairpin of the appellant is the only hairpin of 
that name which has ever appeared on the market. So far as 
appears from the evidence, it is the only three-pronged hairpin 
which has ever appeared and the only hairpin having a hump. 
No one else manufactures a similar hairpin. There is no com- 
petition between Hump hairpins or between three-pronged hairpins. 
There is competition between the Hump hairpin manufactured by 
the appellant and the ordinary hairpins manufactured by the ap- 
pellee, and the question is whether the use of the word “Hump” 
in the appellant’s name and the name of its product tends to deceive 
the public into believing that its product is the product of the 
appellee. The two kinds of hairpins are visibly and palpably dif- 
ferent. They cannot be mistaken the one for the other, and a 
person wishing to buy a “De Long” or “Cupid” or “Diana” hair- 
pin could not possibly be deceived by the appellant’s use of the 
word “Hump” into buying a Hump hairpin. 

Since the appellee has no trade-mark in the word “Hump” 
it has no exclusive right to the use of the word. Since the word 
in its primary sense is descriptive of the appellant’s manufacture, 
the appellant has a right to use the word to describe its goods, and 
can be restrained from doing so only in case it appears that the 
word has come to have a secondary or trade meaning; that is, that 
all notions bearing the name ““Hump”’ are of the appellee’s man- 
ufacture. Even in such case the use of a descriptive or geograph- 
ical word, in its primary sense, cannot be wholly enjoined. Whether 
the appellee has a trade-mark in the name or not, whether the 
word is capable of adoption as a trade-mark or not, if, in fact, that 
name means in the trade the appellee or the appellee’s goods, the 
appellee has a right to have the appellant enjoined from using 
that name in selling its goods so as to mislead buyers into believing 
that the appellant’s goods are of the appellee’s manufacture. The 
only question of proof is the trade meaning of the name. 

The right of the appellant to manufacture hairpins, whether 
the ordinary kind or under its own patent, cannot be denied. The 
word “Hump” is to some extent descriptive of the patented hairpin, 
and the appellant has the right to use it for the purpose of describ- 
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ing its hairpins by reference to the hump, provided it does so in 
such a way as not to misrepresent its origin or cause confusion 
with the appellee’s hairpins. The word is likewise descriptive 
of the De Long hook and eye, though not descriptive of the De 
Long hairpin, or of any hairpin but the appellant’s. The only 
basis upon which relief can properly be granted to the appellee 
is that the word “Hump” has acquired such a meaning in the 
trade or with the.public as to indicate the appellee as the manu- 
facturer of any article or class of notions to which it may be at- 
tached. The appellee never used the word in such a way as to 
apply to any of the notions of its manufacture except the hook 
and eye. By nature it was not applicable to any other of such 
articles, and the appellee did not attempt to make any arbitrary 
connection—certainly not before December, 1915, only two months 
before the appellant inaugurated the sale of its product on a large 
scale. The trade-mark was designed for the hook and eye, which 
was originally the sole product of the appellee’s manufacture. 
The hook and eye with the hump and the indicating line from 
the words to the hump of the hook were a part of the trade-mark, 


and, together with the words “The De Long patent hook and eye,” 
appeared in all the advertising. When the hairpin was added to 
the appellee’s manufacture the advertising continued of the same 
character, except that there were added the words “By the makers 


> 


of the Cupid hairpin,’ with the design of a Cupid hairpin. The 
trade-mark designated with particularity the De Long hook and 
eye, which, as each advertisement stated, was by the makers of the 
Cupid hairpin. Advertisements of the Cupid hairpin were also 
published, consisting of fanciful verses, each concluding with the 
statement, “It’s in the twist.” These advertisements bore the 
design of a cupid or cupids, together with the words “Cupid hair- 
pin,” and there was added to each the words, “By the makers 
of the famous De Long hook and eye.” They bore no reference 
to the hump. As other articles of manufacture were developed, a 
representation of the article, bearing beside the name “De Long” 
some “characteristic word or expression, was added to the card 


or other form of advertisement, as in the case of the press buttons, 
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“The world’s flattest fastener”; safety pins, “Strong, easy-working; 
Rust? Never!!”; hairpins, “The package with the white band’; 
hook and eye tape, “Look for the tags.” Each of the advertise- 
ments was of all the articles which the appellee was at the time 
producing, and bore a representation of each article. In each 
case, beside the characteristic words mentioned, the article rep- 
resented was accompanied by the name of the article, as “De Long 
press button,” “De Long safety pin,’ “De Long hairpin,’ except 
in the case of a hook and eye which the appellee manufactured, 
and for which it had a separate trade-mark, “See that nub?’ with 
a line connecting it with the hook and eye. This article was called 
the ‘““Nub hook and eye,” and the name “De Long’ was not men- 
tioned in connection with it. Thus, while the word “Hump,” or 
the words “See that Hump?” appeared in each advertisement, they 
were used to designate particularly the hook and eye, in the same 
manner as the words “The world’s flattest fastener’’ were partic- 
ularly applicable to the press buttons. The only word which ap- 
pears to characterize in general all of the articles of the appellee’s 
manufacture is the word “De Long,” which is found in connection 
with each article except the Nub hook and eye. There was, there- 
fore no appropriation by the appellee of the use of the word 
“Hump” to designate, in general, the articles or notions of its 
manufacture. There is very slight evidence of such appropriation 
of the name by the trade or the general public. The appellee 
never called itself the “Hump” or the “Hump Company,” but 
always the “De Long Hook & Eye Company,” and it always applied 
the name “De Long” to the articles of its production. Evidence 
is lacking that either the trade or the general public gave to the 
appellee or its articles, other than hooks and eyes, the name 
“Hump” or called the company by that name. 

The burden of proof of the secondary meaning of the hump 
as referring to the appellee is upon the appellee, and must be 
sustained by substantial evidence sufficient to show that the use 
of the word by the appellant will result in passing off its goods as 
the manufacture of the appellee. The record does not indicate 
that the appellee was commonly called by that name by its officers, 
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employees, customers, or other persons. It does not show that its 
manufactures were commonly known and called by the name of 
“Hump” except in the case of the hook and eye, which was known 
as the Hump hook and eye, or the De Long hook and eye. While 
the Hump hook and eye constituted a prominent feature of all 
the advertising, it is not shown to have been associated with the 
appellee’s other products so as to designate them or the company 
itself. There is very little evidence that anyone ever purchased 
Hump hairpins under the belief that they were manufactured by 
the appellee. There is evidence that some orders for Hump hair- 
pins were sent in to the appellee, and some inquiries were made 
of the appellee’s salesmen and by correspondence in regard to 
the Hump hairpin by persons who assumed they were made by 
the appellee from the appellee’s use of the hump in connection with 
the hook and eye. Sometimes a salesman of the appellee upon 
visiting the store of a customer would be spoken of as the Hump 
man. An exposition was held in Toronto, Ontario, in 1916, several 
months after the bill was filed in this case, at which the appellee, 
as well as many other manufacturers from the United States and 
Canada, exhibited its products. The sign of the appellee’s exhibit 
consisted of the name of the appellee in gilt letters over the top 
of the booth containing the exhibit. The booth was _ inclosed, 
except the front, and the back of it was constructed in large panels 
showing the various articles of the appellee’s manufacture. The 
most pronounced feature on the back and sides was the words, 
“See that Hump?” in very large letters. Women passing the 
booth would say that there were the makers of the new hairpin 
that was advertised, and would ask to see the new hairpin, or the 
new Hump hairpin, which they had seen advertised. Some wit- 
nesses testified that the word “Hump” suggested to their minds 
the appellee because of its use of the word in its trade-mark, and 
that their first impression on seeing the Hump hairpin advertised 
was that it was one of the appellee’s products. This was, however, 
a momentary thought or impression arising from mere carelessness. 
There was no difficulty in discovering, by simply looking at the 


appellant’s packages or advertising, who was the manufacturer. 
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The package in which the appellant’s hairpin was sold was entirely 


different from the appellee’s. The appellant’s name plainly ap- 


peared as the manufacturer, and so it did in all advertisements of 
the Hump hairpin. Even a casual observer would readily dis- 
tinguish the appellant’s packages and advertisements from those 
of the appellee. If purchasers were mistaken it was not because 
they were deceived by false representations, and equity will not 
enjoin against telling the truth. Delaware § Hudson Canal Co. 
Clark, 18 Wall. 811, 20 L. Ed. 581. 

The essence of unfair competition is fraud. It is said in 
Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 U. S. 118, 
25 Sup. Ct. 609, 49 L. Ed. 927, that it— 


“consists in the sale of the goods of one manufacturer or vendor for those 
of another, and if defendant so conducts its business as not to palm off 
its goods as those of complainant the action fails. * * * ‘A court of 
equity will not interfere when ordinary attention by the purchaser of an 
article will enable him at once to discriminate the one from the other.’ 
* * * ‘Even in the case of a valid trade-mark, the similarity of brands 
must be such as to mislead the ordinary observer.’ ” 


In regard to the evidence as to orders attempted to be given 
to the appellee for the Hump hairpin through its salesmen and 
correspondence, it may be said, as was said of similar evidence in 
the case of Coats v. Merrick Thread Co., 149 U. S. 562, 13 Sup. 
Ct. 966, 37 L. Ed. 847: 


“A large number of witnesses were sworn upon this subject, whose 
testimony tended to show that they had either purchased themselves or 
seen others purchase defendants’ thread, supposing it to be Coats’. This 
testimony was not, however, wholly satisfactory, and threw but little light 
upon the controversy. There is no doubt a general resemblance between 
the heads of all spools containing a black and gold label which might 
induce a careless purchaser to accept one for the other. Defendants, 


however, were not bound to any such degree of care as would prevent 
this.” 


In Centaur Co. v. Marshall, 97 Fed. 785, 38 C. C. A. 413, 
it is said: 


“The law imposes no duty upon the appellee to see to it that the 
careless and indifferent know that the Castoria which they buy is made 
by the appellant and not by another. They discharge their full duty to 
the appellant if they so dress their product that one who seeks to ascer- 
tain whose manufacture it is can readily learn, by a reasonable examination 
of their wrappers, whether it is made by the appellant or by themselves. 
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In Ball v. Siegel, 116 Ill. 1387, which was a bill in equity in 
which the complainants, who were the manufacturers of 
“Ball’s Health-Preserving Corset,’ sought an injunction against 
the defendants, who were engaged in selling a similar corset under 
the name of “Schilling’s Health-Preserving Corset,’ the court, 
after stating that “the only question is whether appellees were by 
devices and false representations, as charged in the bill, selling, 
or causing to be sold, their corset, when the purchasers were de- 
siring to purchase, and supposed they were purchasing, appellants’ 
corset,” said: “But the court is not bound to interfere where 
ordinary attention will enable purchasers to discriminate between 
the trade-marks used by different parties.” It was further said 
that “‘to entitle a complaint, in cases of this character, to the 
relief here sought, the right must be clearly established by the 
evidence.” 

The evidence fails to show that the word “Hump” has ac- 
quired a secondary meaning in the trade indicating the appeilee 
or the appellee’s manufacturers, and it does show that the appellant. 
in the use of a different form of wrapper in the sale of its hairpins 
and in the plain indication by the use of its name on the wrapper 
that the hairpins were manufactured by the appellant and not 
by the De Long Hook & Eye Company, exercised due care to 
prevent the deception of purchasers of its hairpins. 

Some errors alleged by the appellee to have been committed 
on the trial have been argued as reasons why the decree of the 
circuit court should have been reversed by the Appellate Court, 
but in the view which we have taken of the evidence these errors 
are not material to be considered. 

The judgment of the Appellate Court will be reversed, and 
the decree of the circuit court dismissing the bill will be affirmed. 

Judgment of Appellate Court reversed. Decree of circuit 
court affirmed. 

The following additional opinion was also filed: 

Per Curiam. We have carefully reconsidered all of the facts, 
and the briefs and arguments submitted by the parties to this 


suit including those filed after appellee was granted a rehearing. 
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We have again arrived at the conclusion that in the foregoing 
opinion the issues are correctly and properly decided, and it is, 
therefore, refiled as the decision of the court. We are moved to 
this conclusion mainly from the consideration of the facts that 
appellee never at any time advertised, manufactured, or sold any 
Hump hairpins, or hairpins made with a hump, and never used 
the words ‘““‘Hump,” or “See that Hump?” as a trade-mark or trade- 
name on its packages of hairpins before appellant had begun the 
advertising and sale of its hairpins. The conclusion that the public 
was deceived and appellee thereby damaged in the sale of its hair- 
pins by a similar “dressing-up” of hairpins by the appellant, or 
by the employment by it of the word “Hump” in its corporate 
name and in its trade-mark, which was registered after being un- 
successfully opposed by appellee, we think is not warranted by 
the evidence. The packages of appellant were all dissimilar to 
those of appellee, and were of various colors and sizes. The only 
justifiable reason for any one reaching the conclusion that appel- 


lant’s hairpins were manufactured by appellee was based upon 





the fact that appellee made Hump hooks and eyes—entirely dif- 
ferent articles—and advertised and sold them under their trade- 
mark aforesaid, and not by reason of the fact that appellee had 
ever advertised and sold Hump hairpins or similar hairpins. The 
public was in every advertisement by appellant, on its package 
and elsewhere, given the information that its hairpins were manu- 
factured by it. Under the law appellant had a right to manufacture 
and sell its hairpins; the patent on appellee’s hooks and eyes (the 
only article manufactured by it and advertised as having a hump) 
having expired. The only charge against appellant is that it was 
guilty of unfair competition by palming off its goods as those of 
appellee to the damage of the latter, and that charge is not sus- 
tained. If appellee was damaged by appellant’s competition, it 
was just such damage as all other manufacturers of hairpins with- 
out a hump would occur. Having failed to show damage by unfair 
competition as charged, appellee has failed to sustain its bill. 
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Tue Coca-Cota Company v. CHero-Cota Company 
Court of Appeals of the District of Columbia 


June 6, 1921 


Trape-Marxs—ConFuictinc Terms—‘“Coco-CoLta” anno “CHeEROo-CoLa”— 

Opposition. 

In an opposition proceeding, where appellant had for many years 
used the word “Coco-Cola” as a trade-mark for a beverage, his claim 
thereto is valid as against the words “Chero-Cola” to distinguish 
similar goods, and the Commissioner’s decision to the contrary is 
reversed. 


Appeal from a decision of the Commissioner of Patents. For 


Commissioner's decision in an earlier opposition between the par- 
ties, see 5 T. M. Rep. 425. 


Appellee made application to have registered in the Patent 
Office the words ““Chero-Cola’”’ as a trade-mark for “cola,” a soft 
drink. The application was opposed by the appellant on the 
ground that it, the appellant, was the owner of the registered mark 
“Coca-Cola,” which is applied by it to the same kind of a drink. 
The Examiner of Interferences sustained the opposition, but was 
reversed by the Commissioner of Patents. 

Opposer has been using its mark since 1886, while applicant 
did not adopt its mark until 1911. It is conceded that the goods 
of the parties have the same descriptive properties, and therefore 
there is but one matter for our decision, namely, whether or not 
the marks are so similar as to be likely to cause confusion in the 
public mind or to deceive purchasers. 838 Stat. 1, 725. 

Nearly three thousand pages of testimony were taken and 
elaborate briefs have been filed. Many decisions by courts in this 
country and in England are cited, and, besides, we are invited to 
listen to the teaching of psychology on the subject. None the 


less, the question in dispute is a simple one and the principles by 
which its solution may be reached have been often declared and 
applied by this court. 


It is true that if we analyze the two marks differences will 


be found. They do not sound quite alike, and the number of 
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letters in each is not the same, but these are only arguable differ- 
ences, which are not enough to defeat the opposition. William 
Waltke & Co. v. Geo. H. Schafer & Co., 49 App. D. C. 254, 256, 
and cases cited; Thos. Manufacturing Co. v. Aeolian Co., 47 App. 
D. C. 876, 879 [8 T. M. Rep. 151]. 

Each of the marks embraces two hyphenated words. “C”’ 
is the first letter in each mark, and “Cola” the last word in each. 
The image whieh one mark paints upon the mind is not clearly 
different from that made by the other mark. To require that the 
line which separates marks should be well defined is not to ask 
too much, since the field from which a person may select a mark 
is almost limitless. Florence Manufacturing Co. v. Dowd & Co., 
178 Fed. 78, 75 [1 T. M. Rep. 289]; Waltke & Co. v. Schafer & 
Co., supra; Thos. Manufacturing Co. v. Aeolian Co., supra, 378. 
If he is not content with a word to be found in a dictionary, he 
may coin one. 

Of course, if the two marks were placed together, or if a 
person’s attention was in some other way directed to them, there 
would be no difficulty in apprehending the difference between them. 


This, however, is not the way to make the test. Ordinarily the pros- 


pective purchaser does not carry more than a faint impression of 
the mark he is looking for. If the article offered to him bears a 
mark having any resemblance to the one he is thinking of he is 
likely to accept it. He acts quickly. He is governed by a gen- 
eral glance. The law does not require more of him. Patton Paint 
Co. v. Orr’s Zinc White, 48 App. D. C. 221 [9 T. M. Rep. 74]. 

Many witnesses testified to numerous instances of actual con- 
fusion produced by applicant’s mark. Even counsel for applicant 
in the cross-examination of witnesses several times confused ‘‘Coca- 
Cola” with “Chero-Cola.” The statute does not require proof of 
actual confusion, but when there is such proof it is not easy to 
escape the conclusion that the assailed mark if registered would 
be likely to do that which it has done. 

Opposer, as we have seen, adopted its mark in 1886 and has 
been using it ever since, so that “the mark for years has acquired 
a secondary significance and has indicated the plaintiff's (op- 
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poser’s) product alone.” The Coca-Cola Company v. The Koke 
Company of America [10 T. M. Rep. 441], decided by the Supreme 
Court of the United States, December 6, 1920. Millions have been 
spent by it for advertising its goods under the mark. During the 
time that it has used the mark, it has been doing business in At- 


lanta, Ga. Applicant’s place of business is in a nearby town— 


Columbus, Ga. It, as we have said, did not commence to use its 
mark until 1911, twenty-five years after opposer had put into use 
its mark. Why was this mark selected by it, since it had so many 
others from which to choose? Is not its action open to the infer- 
ence that the purpose was to appropriate some of opposer’s business 
by producing confusion in the minds of the purchasing public? 
Whatever the purpose may have been, it is quite undeniable that 
mistakes have resulted from the use of applicant’s mark. 

Even if we doubted with respect to the proper solution of the 
question before us, it would be our duty to resolve the doubt against 
the applicant. Lambert Pharmacal Co. v. Mentho-Listine Co., 
47 App. D. C. 197 [7 T. M. Rep. 351]; William Waltke & Co. 
v. Geo. H. Schafer & Co., supra. 

Considering the matter in the light of the statute, the record, 
and our previous decisions, we are constrained to hold that the 
opposition should be sustained, and hence the decision of the Com- 
missioner of Patents must be, and it is, reversed. 

ConstTaNnTINE J. SMytu, 


Chief Justice. 





